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REMARKS 

Claims 1-8 stand rejected under 35 U.S.C. § 102 as being anticipated by JP '033. Claim 
1 is independent. This rejection is respectfully traversed for the following reasons. 

The Examiner merely concludes that JP 6 03 3 "discloses the claimed coating layer on a 
substrate with the claimed ratios" but does not identify where any of the numerous features 
recited in each of claims 1-8 are allegedly taught in JP '033. The Examiner's rejection amounts 
to nothing more than a general allegation that all of the limitations of each and every pending 
claim is somewhere/somehow taught in JP '033. It is respectfully submitted, therefore, that the 
Examiner's pending rejection is per se improper. When imposing a rejection under 35 U.S.C. 
§102, the Examiner is required to point to "page and line" wherein an applied reference is 
perceived to identically disclose each feature of a claimed invention. In re Rijckaert, 9 F.3d 
1531, 28 USPQ2d 1955 (Fed. Cir. 1993); Lindemann Maschinenfabrik GMBH v. American Hoist 
& Derrick Co,, 730 F.2d 1452, 221 USPQ 481 (Fed. Cir. 1984). In the instant case, it is 
respectfully submitted that the Examiner has failed to satisfy the required burden to evidence 
anticipation under § 102. If the Examiner maintains the pending rejection, it is respectfully 
requested that the Examiner point to the specific location(s) of JP '033 which allegedly discloses 
each and every limitation of each and every pending claim . 

Nonetheless, it is respectfully submitted that JP '033 does not disclose or suggest several 
limitations recited in the pending claims. As just one example, JP '033 fails to disclose or 
suggest many of the limitations recited in at least claim 1 . Claim 1 recites in pertinent part, a 
"coating comprising a first compound layer that ... has an average layer thickness of at least 0.5 
jam and at most 20 |im, the thickness constituting at least one-half the average total thickness of 
the coating; the at least one layer being made of oxycarbonitride of a metal belonging to one of 
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the IVa 5 Va 5 and Via groups in the periodic table; the at least one layer having: (c) atomic ratios 
of carbon, nitrogen, and oxygen, expressed as x, y, and z, respectively, that satisfy the following 
formulae: x >y > z and x +y + z = 1 

0.74 > x > 0.35, 0.45 >.y > 0.20, and 0.30 > z > 0.06; ... and (e) in the crystal structure, 
the largest orientational texture coefficient that lies in one of the orientational texture coefficients 
TC(220), TC(31 1), and TC(422) at the (220), (311), and (422) planes, respectively." 

JP '033 fails to disclose or suggest, inter alia, all of the above-mentioned features in the 
particular combinational arrangement set forth in claim 1 . Indeed, in direct contrast to the 
present invention, with respect to feature (c) above as just one example (i.e., "atomic ratios 
. . .0.30 > z > 0.06"), JP '033 discloses only compositional embodiments in which z=0 (see, e.g., 
in JP 6 03 3, insert A of embodiment 1, insert C of embodiment 3, insert F and G of embodiment 
4, insert H of embodiment 5 and insert J of embodiment 6; all of which disclose a composition in 
which z=0 in contrast with claim 1 where 0.30 > z > 0.06). Accordingly, JP '033 discloses a 
carbonitride composition, rather than an oxycarbonitride composition referenced in feature (c) of 
claim 1. 

In this regard, one of the inventive features of the present invention is directed to making 
it possible to provide a coated cutting tool having a long tool life due to its excellent wear 
resistance, even when the cutting part is subjected to high temperatures resulting from high- 
speed, high efficiency machining. Only Applicants have recognized the aforementioned 
drawbacks of the conventional composition (such as in JP '033), and conceived of the novel 
composition set forth in claim 1 which can make it possible to obviate said drawbacks. 

As anticipation under 35 U.S.C. § 102 requires that each and every element of the claim 
be disclosed, either expressly or inherently (noting that "inherency may not be established by 
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probabilities or possibilities" , Scaltech Inc. v. Retec/Tetra, 178 F.3d 1378 (Fed, Cir. 1999)), in a 
single prior art reference, Akzo N. V. v. U.S. Int'l Trade Commission, 808 F.2d 1471 (Fed. Cir. 
1986), based on the forgoing, it is submitted that JP '033 does not anticipate claim 1, nor any 
claim dependent thereon. 

Under Federal Circuit guidelines, a dependent claim is nonobvious if the independent 
claim upon which it depends is allowable because all the limitations of the independent claim are 
contained in the dependent claims, Hartness International Inc. v. Simplimatic Engineering Co., 
819 F.2d at 1 100, 1 108 (Fed. Cir. 1987). Accordingly, as claim 1 is patentable for the reasons set 
forth above, it is respectfully submitted that all claims dependent thereon are also patentable. In 
addition, it is respectfully submitted that the dependent claims are patentable based on their own 
merits by adding novel and non-obvious features to the combination. 

Based on the foregoing, it is respectfully submitted that all pending claims are patentable 
over the cited prior art. Accordingly, it is respectfully requested that the rejection under 35 U.S.C. 
§ 102 be withdrawn. 

CONCLUSION 

Having fully responded to all matters raised in the Office Action, Applicants submit that 
all claims are in condition for allowance, an indication for which is respectfully solicited. If 
there are any outstanding issues that might be resolved by an interview or an Examinees 
amendment, the Examiner is requested to call Applicants' attorney at the telephone number 
shown below. 

To the extent necessary, a petition for an extension of time under 37 C.F.R. 1.136 is 
hereby made. Please charge any shortage in fees due in connection with the filing of this paper, 
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including extension of time fees, to Deposit Account 500417 and please credit any excess fees to 
such deposit account. 



600 13 th Street, N.W. 
Washington, DC 20005-3096 
Phone: 202.756.8000 SAB:MaM 
Facsimile: 202.756.8087 
Date: June 8, 2007 



Respectfully submitted, 
McDERMOTT WILL^EMERY LLP 

Registration No. 26,527 

Please recognize our Customer No. 20277 
as our correspondence address. 
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